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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 
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Status 

1 )|EI Responsive to communication(s) filed on 21 November 2006 , 
' 2a)[X] This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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DETAILED ACTION 
Response to Amendment 

1 . In response to the amendment received November 21 , 2006: 

a. Claims 7, 14 and 17-20 are pending; 

b. The prior art rejections stand. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

2. Claims 7, 14 and 17-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 2000-235868 (JP '868) in view of JP 04-1 90560 (JP '560). 

JP '868 discloses a lithium secondary battery wherein: a cathode, anode and 
electrolyte are encased in a housing having a thickness of 0.5 mm or less (abstract), a 
cathode active substance comprising a lithium cobalt oxide (paragraph [0023]), and an 
electrolyte solution containing 50-95% y-butyrolactone in the solvent (abstract and 
paragraph [0049] as applied to claim 7). 

The housing has a thickness as low as 0.05 mm (paragraph [0064] as applied to 
claims 7 and 14). 

The cathode binder is polyvinylidene fluoride (paragraph [0025] as applied to 
claim 17). 

The difference between claim 7 and JP '868 is that JP '868 does not teach of the 
lithium cobalt oxide having 0.001-2 at% Nb relative to the cobalt in the composite oxide. 

JP '560 discloses adding 0.001-0.4 of Niobium relative to cobalt in a lithium 
composite oxide active material for lithium batteries (abstract). 

The range of additive Nb taught by JP '560, is from 0.1 at% to 67 at% relative to 
Co. The lower limit of 0.1 at% is a specific data point which falls on the upper limit data 
point for the narrower range of claims 18-20. The complete teachings of JP '560 would 
have led one of ordinary skill in the art to use the additive elements in amounts as low 
as 0.1 at%, thereby obviating the claimed range. 
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The motivation for adding Nb is that it improves the high temperature storage 
property of the battery. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the claimed invention was made to modify the teachings of JP '868 by adding 0.001-0.4 
Nb since it would have improved the high temperature storage property of the battery. 

Response to Arguments 
3. Applicant's arguments filed November 21 , 2006 have been fully considered but 
they are not persuasive. 

Applicant argues that the range of additive Nb taught by JP '560, being from 0.1 
at% to 67 at% relative to Co, does not teach or suggest the claimed range of 0.001 to 2 
at %. 

While the exact ranges themselves are not identical, a substantial portion of the 
claimed range overlaps with the lower limit of JP '560 and where an overlap exists, a 
prima facie case of obviousness is held to exist for the portion of the ranges which 
overlap. In the case where the claimed ranges "overlap or lie inside ranges disclosed by 
the prior art" a prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 
191 USPQ 90 (CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. 
Cir. 1990) (The prior art taught carbon monoxide concentrations of "about 1-5%" while 
the claim was limited to "more than 5%." The court held that "about 1-5%" allowed for 
concentrations slightly above 5% thus the ranges overlapped.); In re Geisler, 116 F.3d 
1465, 1469-71, 43 USPQ2d 1362, 1365-66 (Fed. Cir. 1997) (Claim reciting thickness 
of a protective layer as falling within a range of "50 to 100 Angstroms" considered prima 
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facie obvious in view of prior art reference teaching that "for suitable protection, the 
thickness of the protective layer should be not less than about 10 nm [i.e., 100 
Angstroms]." The court stated that "by stating that suitable protection' is provided if the 
protective layer is about' 100 Angstroms thick, [the prior art reference] directly teaches 
the use of a thickness within [applicant's] claimed range."). MPEP § 2144.05. 

Furthermore the lower limit of 0.1 at% is a specific data point which falls well 
within the claimed range and this teaching would have led one of ordinary skill in the art 
to use the additive elements in amounts as low as 0.1 at%, thereby obviating the 
claimed range. 

Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 



Application/Control Number: 10/002,979 



Page 6 



Art Unit: 1745 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregg Cantelmo whose telephone number is 571-272- 
1283. The examiner can normally be reached on Monday to Thursday, 8:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Pat Ryan can be reached on 571-272-1292. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Gregg Cantelmo 
Primary Examiner 
Art Unit 1745 



February 5, 2007 




